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DETAILED ACTION 
Specification 

1. The abstract of the disclosure is objected to because "The present invention relates to" is 
unnecessary, and legal phraseology such as "comprising" and "said" should be avoided. The 
word "recess" in line 8 of the abstract should be changed to "recessed" (see line 6 of the 
abstract). The indentation at line 4 should removed so that the abstract reads as a single 
paragraph. Correction is required. See MPEP § 608.01(b). 

2. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

Claim Objections 

3. Claims 1 and 9 are objected to because of the following informalities: in regard to claim 
1, "recess" in line 7 of claim 1 should be changed to "recessed" (see line 5 of claim 1). In regard 
to claim 9, the comma in the second line of the claim should be deleted so that it is clear that the 
core insert is provided with a metal film on the surface of the core insert facing the cavity, if this 
is indeed what is intended to be recited. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 1, 4 and 5 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the> written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

In regard to claims 1 and 4, Applicant's discussion of "surface waviness" as claimed in 
claim 4 on page 28 of the specification does not distinguish the "surface waviness" property 
from the "flatness" property as claimed in claim 1 as discussed on page 27 of the specification: 
use of "is a value obtained by" and "over a maximum measuring length of 30 mm" in regard to 
"surface waviness" on page 28 of the specification allows "surface waviness" to be the same as 
the "flatness" property discussed on page 27 of the specification. The "surface waviness" could 
be "obtained by" the least square method as the "flatness" is, and the "maximum measuring 
length of 30 mm" allows for a "region of less than 2 mm" as the "flatness" is determined. 
Furthermore, in regard to claim 1, the exact bounds of the "region" intended to be delineated by 
the statement "a region of less than 2 mm from an outer periphery of the flat portion" on page 27 
of the specification cannot be ascertained, especially when read along with lines 17-21 and 24-27 
of page 27 of the specification. 

In regard to claims 4 and 5, Applicant's discussion of "surface waviness" as claimed in 
claim 4 on page 28 of the specification does not distinguish the "surface waviness" property 
from the "sink mark depth" property as claimed in claim 5 as discussed on page 28 of the 
specification: both "surface waviness" and "sink mark depth" are the difference along the y-axis 
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between the maximum and minimum on the surface roughness curve as established on page 28 
of the specification. See the 35 U.S.C. 103(a) rejection of claim 5 for more discussion in regard 
to the apparent resemblance between these two properties. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

. The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 8 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claims 8 and 10 provides for the use of a metal mold assembly, but, 
since the claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it merely 
recites a use without any active, positive steps delimiting how this use is actually practiced. 

Claims 8 and i0 are rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Application/Control Number: 10/616,538 Page 5 

Art Unit: 1772 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bird in view 
of Sylvester et al. 

In regard to claim 1, Bird teaches a resin container (carrier tape, item 100) comprising a 
container body (each pocket, item 1 12, formed in strip portion, item 102) and a lid (cover, item 
120) for closing the container body (col. 4, lines 52-58, col. 4, line 66-col. 5, line 1, col. 6, lines 
1-8 and Fig. 1 and 2). Bird teaches that the container body is produced by injection-molding an 
amorphous thermoplastic resin such as polycarbonate, polystyrene or acrylonitrile-butadiene- 
styrene (col. 12, lines 44-56 and col. 5, lines 51-57, note that page 6-7 of Applicant's 
specification states that polycarbonate, polystyrene and ABS, i.e. acrylonitrile-butadiene-styrene, 
resins are examples of the amorphous thermoplastic resin). Bird teaches that the container body 
comprises a peripheral rise portion (side walls, item 1 14) and a recessed flat portion (bottom 
wall, item 1 16) defined by the peripheral rise portion (col. 5, lines 1-9 and Fig. 1 and 2). Bird 
teaches that the pockets, item 1 12, may be designed to conform to the size and shape of the 
components that the pockets are intended to receive (col. 5, lines 21-22) and that the depth of the 
pocket can vary depending on the component that the pockets are intended to receive (col. 5, 
lines 38-39). Bird teaches that the dimensions of the polymeric web to be injection molded is 
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determined by the gauge and width of the carrier tape that is to be formed (col. 12, lines 56-58). 
Bird teaches that the carrier tape, item 100, is used to carry electronic components such as chips 
(col. 1, lines 13-23). 

Bird fails to explicitly teach that the side walls, item 1 14, have a height of 0.5 to 10 mm, 
that the bottom wall, item 1 16, has an area of 1 to 100 cm 2 , that the bottom wall, item 1 16, has an 
average wall thickness of not more than 0.25 mm and that the bottom wall, item 1 16, has a 
flatness of not more than 0.5 mm. 

Sylvester et al., however, disclose a chip/package system (col. 1, lines 7-14) and that the 
chip packaging industry standard maximum acceptable deviation from flatness is 2.5 |im (col. 2, 
lines 50-55). Therefore, one of ordinary skill would have recognized to have formed the recessed 
flat portion of Bird such that it has a flatness of less than 2.5 |im (2.5xl0~ 3 mm), since the chip 
packaging industry standard maximum acceptable deviation from flatness is 2.5 \xm as taught by 
Sylvester et al. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have formed the recessed flat portion of Bird such that it has a flatness of less than 
2.5 ^im (2.5x1 0" 3 mm), since the chip packaging industry standard maximum acceptable 
deviation from flatness is 2.5 (im as taught by Sylvester et al. 

Furthermore, Sylvester et al. teach a chip having an area of 1 to 4 cm 2 (col. 1, lines 22-25 
and 48-50). Therefore, since Bird teaches that the pockets, item 112, may be designed to 
conform to the size and shape of the components that the pockets are intended to receive (col 5, 
lines 21-22), one of ordinary skill would have recognized to have formed the bottom wall, item 
1 16, of Bird such that it has an area large enough that a chip having an area of 1 to 4 cm can be 
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placed within the pocket, item 1 12, of Bird such that the chip lays flat on the recessed flat portion 
of the pocket. Furthermore, since Bird teaches that the pockets, item 1 12, may be designed to 
conform to the size and shape of the components that the pockets are intended to receive (col. 5, 
lines 21-22) and that the depth of the pocket can vary depending on the component that the 
pockets are intended to receive (col. 5, lines 38-39), one of ordinary skill in the art would have 
recognized to have formed the pockets of Bird such that the height of the side walls, item 1 14, is 
sufficient to enclose the particular chip to be enclosed in the pocket, as taught by Bird. Since 
Bird teaches that the dimensions of the polymeric web to be injection molded is determined by 
the gauge and width of the carrier tape that is to be formed (col. 12, lines 56-58), and therefore 
that the thickness of the bottom wall, item 1 16, is determined based on the particular component 
to be placed in the pocket, one of ordinary skill in the art would have recognized to have 
determined the thickness of the bottom wall of Bird that results in the optimal balance between 
strength of the bottom wall required to withstand the weight of the particular component to be 
placed in the pocket, and minimization of polymeric material used to form the carrier tape of 
Bird, depending on the particular desired end use. 

In regard to claim 2, the container of Bird constitutes an outer shell for electric parts since 
Bird teaches that the carrier tape, item 100, is used to carry electronic components (col. 1, lines 
13-20). 

In regard to claim 3, the container body of Bird (each pocket, item 1 12) has a rectangular 
parallelepiped shape (Fig. 1), and longitudinal and lateral lengths of the flat portion (bottom wall, 
item 1 16) are larger than the height of the peripheral rise portion (side walls, item 1 14) (Fig. 1). 
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In regard to claim 4, Bird fails to explicitly teach that the bottom wall, item 1 16, has a 
surface waviness of not more than 50 |im. 

Sylvester et al, however, disclose a chip/package system (col. 1, lines 7-14) and that the 
chip packaging industry standard maximum acceptable deviation from flatness is 2.5 |im (col. 2, 
lines 50-55, no distinction has been afforded between "surface waviness" as recited in claim 4 
and "flatness" as recited in claim 1 because "flatness" is defined by Sylvester et al. as "the ratio 
of the maximum high to low deviation per unit area", and Applicant defines "surface waviness" 
as "a value obtained by measuring the difference between a maximum height and a minimum 
height which are parallel with an ideal plane of the surface to be measured..." on page 28 of the 
specification). Therefore, one of ordinary skill would have recognized to have formed the 
recessed flat portion of Bird such that it has a surface waviness of less than 2.5 |im since the chip 
packaging industry standard maximum acceptable deviation from flatness is 2.5 jim as taught by 
Sylvester et al. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have formed the recessed flat portion of Bird such that it has a surface waviness of 
less than 2.5 jam, since the chip packaging industry standard maximum acceptable deviation 
from flatness is 2.5 [im as taught by Sylvester et al. 

In regard to claim 5, Bird fails to explicitly teach that the bottom wall, item 1 16, has a 
sink mark depth of not more than 3 (am 

Sylvester et al., however, disclose a chip/package system (col. 1, lines 7-14) and that the 
chip packaging industry standard maximum acceptable deviation from flatness is 2.5 ^m (col. 2, 
lines 50-55, no distinction has been afforded between "surface waviness" as recited in claim 4 
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and "sink mark depth" as recited in claim 5 because Applicant defines "surface waviness" as "a 
value obtained by measuring the difference between a maximum height and a minimum height 
which are parallel with an ideal plane of the surface to be measured, over a maximum measuring 
length of 30 mm using a surface roughness tester " on page 28 of the specification, and Applicant 
determines "sink mark depth" from the "surface roughness of a region and its surrounding 
portion on the surface to be measured where sink marks are formed is measured by a surface 
roughness tester to obtain a waviness curve thereof... [and] a distance between a tangent line of a 
higher inflection point and a tangent line of a lower inflection point is determined as the sink 
mark depth" on page 28 of the specification; i.e. both "surface waviness" and "sink mark depth" 
are the difference along the y-axis between the maximum and minimum on the surface roughness 
curve). Therefore, one of ordinary skill would have recognized to have formed the recessed flat 
portion of Bird such that it has a sink mark depth of less than 2.5 jam since the chip packaging 
industry standard maximum acceptable deviation from flatness is 2.5 |um as taught by Sylvester 
et al. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have formed the recessed flat portion of Bird such that it has a sink mark depth of 
less than 2.5 |im, since the chip packaging industry standard maximum acceptable deviation 
from flatness is 2.5 |xm as taught by Sylvester et al. 

In regard to claim 6, the lid, item 120, of Bird is bonded to an edge of the side wall, item 
1 14, of Bird (col. 6, lines 1 1-20 and Fig. 1 and 2). 

In regard to claim 7, the recitation "by a welding method" is a method limitation that has 
not been given patentable weight since the method of forming the container is not germane to the 
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issue of patentability of the container itself The container body of Bird (each pocket, item 1 12) 
and the lid, item 120, are bonded to each other (col. 6, lines 1 1-20 and Fig. 1 and 2). 

In regard to claim 8, the recitation "is produced by an injection-molding method using a 
metal mold assembly" is a method limitation that has not been given patentable weight since the 
method of forming the container is not germane to the issue of patentability of the container 
itself The remainder of the limitations of claim 8 limit the metal mold assembly, which has not 
been given patentable weight since the metal mold assembly is in the method limitation, and 
therefore the remainder of the limitations of claim 8 have not been given patentable weight, the 
claimed article is a resin container, not a metal mold assembly. 

In regard to claim 9, the recitation "the core insert is provided on its surface facing the 
cavity" is a method limitation that has not been given patentable weight since the method of 
forming the container is not germane to the issue of patentability of the container itself. 
Furthermore, the recitation "the core insert is provided on its surface facing the cavity" has not 
been given patentable weight since "the core insert" and "the cavity" have antecedent basis in the 
recitations of claim 8 that limit the metal mold assembly that have not been given patentable 
weight for the reasons provided above. The recitation of claim 9 regarding the metal film and the 
thickness of the metal film has not been given patentable weight since the metal film is a 
component of the core insert, which is a component of the metal mold assembly that has not been 
given patentable weight for the reasons provided above. 

All the recitations of claim 10 are method limitations that have not been given patentable 
weight since the method of forming the container is not germane to the issue of patentability of 
the container itself. 
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Conclusion 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter B. Aughenbaugh whose telephone number is 571-272- 
1488. The examiner can normally be reached on Monday-Thursday from 9:00am to 6:00pm and 
on alternate Fridays from 9:00am to 5:00pm 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon, can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Walter B. Aughenbaugh 





